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Office Action Summary 



Art Unit 

1714 




Application No. 
09/518,464 



Applicant(s) 



Feiler et al 




Tsh™ statutory period for reply is set to expire _Mee__ MONTHIS, FROM 
THE MAILING DATE OF THIS COMMUNICATION. ^ ^ .^^.^ 

- Extensions of time may be available under the prov.sions of 37 CFR 1 .1 36 (a). 

,f r pe^a'S XpeS t:::^^^:^^^^ ^-^-^ - — .1^.0. of tbi.v ,30, .avs Will 
. .f NO fo,"risspecifiea above, the .axi.u. statutory period v.ill apply and will expire SIX (6, MONTHS fron, the .ailing date of tb,s 

communication. e the application to become ABANDONED (35 U.S C. § 1 33). 

: r;:p'.r.s:"; r r Ltrrrs rrr sr/i. — « 

earned patent term adjustment. See 37 CFR 1.704(b}. 

Status . 

1 ) K Responsive to communicatlon(s) filed on Mar 2, 2001 



2a) □ This action is FINAL. 



2b) K This action is non-final. 



3,D Since «,is applioaSon is in condition ,or a„o»ance excep, '"'X^cr, vTs otm" " 
closed in accotdence vith the practice under a pane Qi/a/te. 1 935 CD. 1 1, «3 o.b. ^i... 



Disposition of Claims 
4)K Claim(s) 7-/5 



4a) Of the above,^claim(s) 3-15 

5)n Claim(s)^ 



6) K Claimis) / and 2 

7) 0 C!aim{s) 



is/are pending In the application. 
Is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



_ is/are objected to. 



8)K Clairris 1-15 



are subject to restriction and/or election requirennent. 



Application Papers 
9)0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on . is/are objected to by the Examiner. ^ 

«n is- ajD approved b)U disapproved. 

11) 0 The proposed drawing correction filed on — _ , ^' 

1 2) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 oc: n c r s iiQfaMd) 

^m Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1190) lO). 

a)K All b)n Some* OD None of : 

1 . K Certified copies of the priority documents have been received. 
2 □ Certified copies of the priority documents have been received in Application No. 



I, LJ ueriiTieu uupica u.^> k-.^/.-w c+o^o 

3. □ copies Of the certified copies of the priorit, docume^^^^^^^^^^ th.s Nat,or,al Stage 

application from the International Bureau (PCT Rule l7.zia)|. 

•See the attached detailed Office action for a list of the certified copies not received. 



14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

18} □ Interview Summary (PTO-413) Paper No(sl. 



Attachment(s) 

15) □ Notice of References Cited (PTO-8921 
^ „ ^ . P ,pTo 948) 1 91 □ Notice of Irrfofmal Patent Application (PTO-1 52) 

1 6) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) l_j 

171 8 ^^^'^'"'^ Statement(s) (PT0-U49) Paper Uoi.)2jnd3 20) □ Other: 



U S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 
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DETAILED ACTION 

1. Applicant's election with traverse of Group I, claims 1-4 and the species of example 
LXXXIV as set forth at page 60 in Paper No. 5 is acknowledged. The traversal is on the 
ground(s) that the inventions as set forth for restriction purposes each possess the benzofUrano-2- 
one buUding block and are therefor linked by a single inventive idea. This is not found persuasive 
because Group VI and W colorants possess fimctional groups which render them patentably 
distinct. Groups II, IV V and VII process claims are patentably distinct in that the product of 
Group I could have been made by a materially different process as is elaborated upon in the 

restriction requirement, pare no. 4. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 3-15 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected invention or species, there being no allowable generic or Unking 
claim. Applicant timely traversed the restriction (election) requirement in Paper No. 5. 

Qaim Rejections - 35 VSC§112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his mvention. 
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4. Claims 1 and 2 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "5- or 6- membered heterocyclic ring" is indefinite as it refers to substituent X. 
Likewise "heteroaryloxy" and "heteroaryl" and "heteroarylthio" and "heteroarylene" are also 
indefinite as to the type number and placement of the heteroatoms and the actual ring structures. 
The term "substituted" in reference to any of the substituents without indicating the substituents 
applicant intends is likewise indefinite. The term "can be interrupted by one or more intermediate 
units such as" is also indefinite. The term does not clearly define the intermediate units applicant 
intends. 



Claim Rejections - 35 VSC § 102 

(b) the invention was patented or described in a printed pubUcation in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 



Claim Rejections - 35 USC§103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaUy disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the pnor art are 
such that the subject matter as a whole would have been obvious at the time the invenUon was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over WO 00/24736. 

The World patent discloses compounds which appear to clearly meet the description of 
applicant's elected species of compounds as set forth at page 60 of the specification. See pages 4 
and 5 compound Z, Selection of preferred parameters fi-om within the patented disclosure such as 
substituent groups, would have been obvious to one of ordinary skiU in this art absent a clear 
showing of unexpected results attributable to said variations as claimed. 
7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to K. Sanders whose telephone number is (703) 308-2435. 
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